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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Yoshi ki Hayashi, the assignee and president of the
original applicant, Japan Misic Agency Co., Ltd., is currently
the owner of an application to register the mark "EXTASY RECORDS
| NTERNATI ONAL" for "a series of sound recordings, nanely,
phonograph records, prerecorded conpact discs, and videos
featuring nusic and entertai nnent . "H

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 8§1052(d), on the ground that

applicant's mark, when applied to the goods listed in the

' Ser. No. 75/444,349, filed on March 4, 1998, which alleges a bona
fide intention to use the mark i n conmerce.
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application, so resenbles the mark "EAR X- TACY," which is

registered in the format shown bel ow

for "prerecorded cassette tapes, video tapes, conpact discs,

| aser discs and records featuring nusic and entertai nnent and
bl ank cassette tapes and bl ank video tapes and conpact disc and
cassette tape storage cases,"Elas to be likely to cause
confusi on, m stake or deception.EI

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
regi ster.

The determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. I. du Pont de Nenmours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,

? Reg. No. 1,717,667, issued on September 22, 1992, which sets forth
dates of first use of August 1985; conbined affidavit 888 and 15
accepted. The word "EAR' is discl ai ned.

*Wiile, in his initial Ofice Action, the Exam ning Attorney al so

i nposed a requirenment for a disclainmer, pursuant to Section 6(a) of
the Trademark Act, 15 U.S.C. 81056(a), of the words "RECORDS

| NTERNATI ONAL, " nei ther applicant nor the Exani ning Attorney made any
further reference thereto until the Exanmi ning Attorney's appeal brief,
inwhich it is stated in a footnote that "[a] disclainer requirenent
was al so issued and net by the applicant.” It is noted, however, that
the application does not contain a disclainmer of such words and we
consi der the requirenent therefor to have been waived. Neverthel ess,
it obviously is still the case that the absence of a disclainmer would
not preclude others engaged in the production and/or nmarketing of
sound recordings fromusing the words "records" and/or "international"
descriptively in connection with such goods.
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192 USPQ 24, 29 (CCPA 1976), "in any likelihood of confusion
anal ysis[,] two key considerations are the simlarity of the
goods and the simlarity of the marks."EI Here, inasnuch as
applicant's goods are identical in part to registrant's goods and
are otherw se closely rel ated thereto,ﬂthe focus of our inquiry
is onthe simlarities and dissimlarities in the respective

mar ks when considered in their entireties. Mreover, as pointed
out in Century 21 Real Estate Corp. v. Century Life of Anerica,
970 F.2d 874, 23 USPQ2d 1698, 1701 (Fed. Cir. 1992), cert.

deni ed, 506 U.S. 1034 (1994), "[w hen nmarks woul d appear on
virtually identical goods ... , the degree of simlarity [of the
mar ks] necessary to support a conclusion of |ikely confusion

declines. "

* The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods and differences in the marks."

° Applicant, referring to a "Dunn [sic]land Bradstreet Identifier
Report" which it has nmade of record, argues that registrant's nark
"is, in fact, used as the nane of a retail store located in

Loui sville, Kentucky which sells conpact discs, audio tapes, and the
like" and that it "thus appears" that registrant's mark "is a mark
applied to CDs, etc., not as a producer of such goods, but as a
retailer of such goods." Applicant's attenpt, however, to
characterize registrant's mark as a service nark for the retail sale
of sound recordings rather than as a trademark for such goods
("i.e.[,] as a record label for prerecorded records, tapes, CDs,
etc.") is unavailing inasnmuch as it is well settled that the issue of
I'i kel i hood of confusion nmust be decided on the basis of the goods
and/or services as respectively identified in the application and
cited registration, regardl ess of what extrinsic evidence may reveal
or suggest concerning the particular nature of the goods and/or
services, their actual channels of trade, or the class of purchasers
to which they are in fact directed and sold. See, e.g., Cctocom
Systens Inc. v. Houston Conputer Services Inc., 918 F.2d 937, 16
UsP@d 1783, 1787 (Fed. Cir. 1990) and Canadi an | nperial Bank of
Commerce, N. A v. Wlls Fargo Bank, 811 F.2d 1490, 1 USP@d 1813,
1815-16 (Fed. Cir. 1987). Therefore, notw thstanding that registrant
may i ndeed be a retailer of sound recordings, instead of a producer
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Turning, therefore, to consideration of the respective
mar ks, applicant argues anong ot her things that, when considered
intheir entireties, the marks are dissimlar in appearance,
sound and conmercial inpression. In particular, applicant
observes that the marks "are not identical in spelling and
appear ance” and that "the shared term between the marks is only

phonetically simlar ('X-tacy' and 'Extasy')." Consequently,

applicant asserts that, "[a]lthough the exam ning attorney

di scounts the addition of the words 'Records' and 'International
in Applicant's mark as descriptive, these are two additional

wor ds whi ch conprise seven syllables and serve to further
differentiate Applicant's mark fromthe cited mark ...."
Applicant also contends that "[i]t is appropriate to

conpare the typefaces of the two marks," claimng that "the cited

mark is displayed in a distinctive, stylized, format and thus

presents an entirely different |1 ook than the three[-]word mark of

applicant.” Specifically, applicant points out that:

[T]he cited mark contains a large stylized
"X'" as the prefix of "X-tacy", which sets it
apart fromthe "Extasy" contained within
Applicant's mark. \Wen considering this,
along with the distinctive, stylized script
of the cited mark in assessing |ikelihood of
confusion, it is an inevitable conclusion
that the two marks are not confusingly
simlar.

Furthernore, applicant maintains that due to the
differences in spelling of the phonetically simlar terns "X-

TASY" and "EXTACY," the respective marks overall "are visually

thereof, its registration nust be treated as covering a trademark for
such goods.
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quite different.” Applicant therefore "submts that the phonetic
simlarity of one word in the respective multi-word conposite
marks will not lead to a likelihood of confusion, if the marks
are assessed in their totality, especially given that
whol esal ers, retailers and consumers of sound recordi ngs purchase
recordi ngs from cat al ogue sheets, advertisenents, and pronoti onal
material and/or listening to the recordings, and thus see the
marks in print rather than making the purchase via phone."

Lastly, applicant urges that the nmarks at issue
"present different overall commercial inpressions” due to their
"vastly different meanings.” Applicant, in this regard, insists
that there is no |ikelihood of confusion because:

The cited mark, "Ear-X-Tacy" [sic] (stylized)

i s suggestive of sonething delightful to the

ear and conveys a commercial inpression of a

delightful listening experience. (The

dictionary definition of "ecstasy" is

"rapturous delight"). The applicant's mark,

EXTASY RECORDS | NTERNATI ONAL, " enphasi zes the

international recording aspect of the mark,

and the conmmercial inpression conveyed i s one

of a conglonerate record | abel that

represents nunerous international recording
artists.

The Exam ning Attorney, on the other hand, argues that
when used in connection with identical goods, "[t]here is a
| i kel i hood of confusion between the applicant's and registrant's
mar ks because the prom nent portion of each [of] the marks are
[sic] phonetically identical" and visually quite simlar.

Specifically, and citing a definition from The Anerican Heritage

Dictionary of the English Language (3rd ed. 1992) which lists the

word "ecstasy" as neaning, inter alia, "1. Intense joy or
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delight,"ﬂthe Exam ning Attorney mai ntains that the prom nent
terms of the marks are "EXTASY" and " X-TACY," given the
descriptiveness of the words "RECORDS | NTERNATI ONAL" in
applicant's mark and the disclainer of the word "EAR in
registrant's mark. According to the Exam ning Attorney, the
terms "EXTASY" and "X-TACY" in the respective marks are
"phonetically identical and graphically very simlar" because
(footnote omtted):

These two ternms are msspellings of "ecstasy"
and constitute arbitrary terns as used in
relation to the goods. The meani ng of each
particular termin both instances is the sane
and this meaning is maintained after the
addition of the descriptive and disclai ned
term nol ogy. Both nmarks identify their music
product as providing "intense joy or
delight.” Each mark nust be conpared in
[its] ... entirety to the other to sense the
overall commrercial inpression of them but
[descriptive and] disclainmed terns help

di agnosed [sic] what are the prom nent
portions of the marks. In re [ElI] Torito
Restaurants Inc., 9 USPQ2d 2002 (TTAB 1988).

W agree with the Exam ning Attorney that confusion is
| i kely fromthe contenporaneous use of the respective marks in
connection with such identical sound recordi ngs as phonograph
records, conpact discs and video tapes. Wile both applicant and
the Exam ning Attorney are indeed correct that the marks at issue

nmust be conpared in their entireties, it is nevertheless the

® Wiile the reference to such definition for the first time in the
Exam ning Attorney's brief is untinely under Trademark Rul e 2.142(d),
we have nonet hel ess consi dered the evidence inasnmuch as it is settled
that the Board may properly take judicial notice of dictionary
definitions. See, e.qg., Hancock v. Anerican Steel & Wre Co. of New
Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953) and University of
Notre Dane du Lac v. J. C. Gournet Food Inmports Co., Inc., 213 USPQ
594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cr.
1983).
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case, as our principal reviewing court has indicated, that in
articulating reasons for reaching a conclusion on the issue of
| i kel i hood of confusion, "there is nothing inproper in stating
that, for rational reasons, nore or |ess weight has been given to
a particular feature of a mark, provided [that] the ultimte
conclusion rests on consideration of the marks in their
entireties.” In re National Data Corp., 753 F.3d 1056, 224 USPQ
749, 751 (Fed. Cir. 1985). For instance, according to the court,
"that a particular feature is descriptive ... with respect to the
i nvol ved goods or services is one comonly accepted rationale for
giving less weight to a portion of a mark ...." 1d.

Here, because of the obvious descriptiveness of the
wor ds " RECORDS | NTERNATI ONAL" in applicant's "EXTASY RECORDS
| NTERNATI ONAL" mark and the descriptiveness, as evidenced by the
di sclaimer thereof, of the word "EAR' in registrant's "EAR X- TACY
mar k, we concur with the Exam ning Attorney that, when consi dered
intheir entireties, the dom nant and source-di stingui shing
portions of the respective narks are the terns "EXTASY" and " X-
TACY," both of which are nmere m sspellings and hence are phonetic
equi val ents of the word "ECSTASY." As a result, and because the
descriptive matter in applicant's and regi strant's marks does not
meani ngful Iy change the readily perceived significance of either
the ternms "EXTASY" or "X-TACY" therein, the respective marks
overall are substantially simlar in connotation.

Nevert hel ess, we acknow edge that the marks at issue
have differences in appearance. Although applicant is sinply

incorrect in asserting that the respective marks differ in their
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typefaces, since a typed drawing of a mark, which is the format
sel ected by applicant, enconpasses any reasonabl e manner of
graphi cal display of a mark, including in this instance the sane
stylized font utilized by registrant for its nark,ﬂit is still
the case that, when viewed in their entireties, applicant's
three-word mark | ooks different fromregistrant's two-word mark,
particularly since the term"EXTASY" forns the first word of
applicant's mark while the term"X-TACY" is the last word in
registrant's mark. In addition, such ternms are not only spelled
differently, but registrant's mark contains a hyphen, which is
absent from applicant's marKk.

The differences in appearance, however, are considered
to be outweighed by the substantial simlarities, as discussed
previously, in sound and connotation of the respective marks,
especially since, contrary to applicant's assertions, narks
identifying and di stinguishing sound recordings are frequently
advertised aurally, such as on the radio, rather than just in
print nmedia. It is therefore the case, particularly insofar as
ordi nary consuners are concerned, that they woul d be exposed to
applicant's and registrant's marks by ear as well as by eye.

Consequently, and since the respective marks, when considered in

7

In I egal contenplation, a typed drawing of a mark does not limt the
depiction thereof to any special form See Phillips Petrol eum Co. v.
C. J. Webb, Inc. 442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971). Instead,
"[a]s the Phillips Petrol eum case nmakes cl ear, when [an] appli cant
seeks a typed or block letter registration of its word mark, then the
Board nust consider all reasonable manners in which ... [the mark]
coul d be depicted”. |INB National Bank v. Metrohost Inc., 22 USPQd
1585, 1588 (TTAB 1992). Here, we see no reason why applicant could
not choose to present its entire mark in the same font as is used in
the display of registrant's mark
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their entireties, convey substantially the sanme conmerci al

i npression of an intensely delightful or joyous |istening
experience, confusion as to the source or sponsorship of
applicant's and registrant's sound recordings is likely to occur.
Finally, to the extent that the differences in appearance between
applicant's "EXTASY RECORDS | NTERNATI ONAL" mark and registrant's
"EAR X- TACY" mark may nonet hel ess serve to rai se any doubt as to
our conclusion in this regard, we resolve such doubt, as we nust,
in favor of the registrant. See, e.qg., In re Hyper Shoppes
(Chio) Inc., 837 F.2d 840, 6 USPQ2d 1025, 1026 (Fed. G r. 1988)
and In re Pneunmatiques, Caoutchouc Manufacture et Pl astiques

Kl eber - Col unbes, 487 F.2d 918, 179 USPQ 729 (CCPA 1973).

Deci sion: The refusal under Section 2(d) is affirmed.
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